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DETAILED ACTION 
Response to Amendment 

1. Applicant's amendment filed January 4, 2005 has been entered and made of record. 

2. The affidavit under 37 CFR 1.132 filed on June 28, 2004 under 37 CFR 1.131 has 
been considered but is ineffective to overcome the rejection of claims 1-11 based upon 
the 35 U.S.C. 103(a) rejection of claims 1 and 2 as being unpatentable over Morinaga in 
view of Wang, claims 3-5 as being unpatentable over Lane, and claims 6-1 1 as being 
unpatentable over Lane in view of Piosenka as set forth in the last office action. The 
examiner does not find the advantages to be unexpected, as suggested by the affidavit. 
Furthermore, applicant failed to provide any factual documented proof to support his 
claims, which are only his opinions. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-3 have been fully considered but they 
are not persuasive. In response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 
.1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). The applicant 
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argues in essence that there is no suggestion or motivation in Burger or Morinaga to 
replace the fingerprint scanner (16) on Burger's smart card reader (18) with Morinaga's 
camera (28) embedded on the smart card (14) itself. The examiner disagrees and 
indicates that the capturing of facial images on a card (Morinaga, col. 5 lines 38-43) 
suggests the card would be used in a biometric identification system, especially since it 
is desired that the card be convenient to carry (Morinaga, col. 5 lines 45-47). 
Furthermore, Burger suggests that other forms of biometric identification, could replace 
the fingerprint scanner (16) (col. 4 lines 31-33). Therefore, one of ordinary skill in the 
art would find it obvious that a camera for obtaining facial images, which are known 
biometrics, could replace the fingerprint scanner (16) of Burger since Burger teaches 
that any type of biometric may be employed. 

4. Applicant's arguments with respect to claim 12 have been fully considered but they 
are not persuasive. Applicant argues in essence that Pare does not disclose a mobile 
personal identification device. In response to applicant's arguments against the 
references individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). Furthermore, Fare's motivation to combine the 
automatic removal of underutilized biometric data with the biometric identification 
system as taught by the combination of Burger and Morinaga is the desire to free up 
database space and speed up biometric comparisons (col. 1 1 lines 45-50). Additionally, 
Applicant argues in essence that Pare does not teach removing only underutilized facial 
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images. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., removing only underutilized facial images) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). The language of claim 12, does not include the word 
"only" and therefore does not prohibit the removal of a personal identification code. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Burger 
(USPN 6,219,439, newly cited) in view of Morinaga (USPN 6,137,685, previously cited). 

7. Regarding claim 1 , Burger discloses a non-invasive human user identification and 
verification system, comprising: a portable smart card 14; non-volatile storage media 22 
for receiving and storing biometric data (Figure 1; column 5, line 24-40); a smart-card 
docking station 12 with a port 18 for receiving said smart card and communicating said 
biometric data therethrough (column 5, line 6-10); and a communications interface for 
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transmitting said stored data from said docking station to a central processor 19 that is 
housed in a physical structure separate from said smart card, said central processor 
being capable of receiving and manipulating said data to produce an output signal for 
use in the identification and verification (authentication) of said human user (Figure 1 ; 
column 5, line 10-23). Burger does not disclose that a silicon-based video camera is 
embedded within said smart card for gathering facial image data or a digitizer integrated 
m\h'\n said smart card for digitizing said facial image data. 

8. Morinaga discloses a portable electronic information device including a silicon-based 
(electronic) video camera (Figure 1, element 28) embedded within said smart card for 
gathering facial image data (column 5, line 38-43). Morinaga does not explicitly 
disclose a digitizer integrated within said smart card for digitizing said facial image data. 
The examiner takes Official Notice that digitizers for digitizing image data are extremely 
well known in the art. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to embed a video camera (in place of Burger's fingerprint 
sensor 16 provided on the reader 12) within said smart card for gathering facial image 
data as taught by Morinaga and including a digitizer for digitizing said facial image data 
in order to photograph facial images and prepare an address table of photographed 
facial images, for example, to recognize a human user similar to Burger's authentication 
using fingerprints (column 5, line 38-43). 
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9. Regarding claim 2, Burger discloses a method for the identification and verification 
of a human user, comprising the steps of: capturing one or more first fingerprint images 
at a remote enrollment station and digitizing said first facial images for storage in a non- 
volatile media 22 within a portable smart card 14 (Figure 1; column 5, line 24-40); 
inserting said smart card into a docking port 12 (column 5, line 42-50); and capturing 
one or more second fingerprint images and transmitting said second facial images from 
the smart card inserted in said docking port to a central processor 19 that is housed in a 
physical structure separate from said smart card, said central processor being capable 
of receiving and comparing said first and second fingerprint images and producing a 
signal indicative of recognition or non-recognition of said human user (column 5, line 50- 
65). Morinaga discloses a portable electronic information device with an embedded 
video camera for capturing facial images (column 5, line 38-43), and digitizing facial 
images is well known in the art (see above discussion of claim 1 ). 

10. Regarding claim 3, Burger discloses a human user identification and verification 
system, comprising: a portable personal identification device (smart card) 14; a 
communications port 12 adapted to receive information from the personal identification 
device, the communications port being external to the personal identification device 
(Figure 1; column 5, line 6-23); wherein the personal identification device 14 comprises: 
a prerecorded representation 22 of biometric data identifying an individual (column 5, 
line 24-40); and a communications interface (inherent) configured to transmit 
information to the communications port 12, the information including the prerecorded 
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representation of biometric data identifying the individual (cx)lumn 5, line 42-50); and a 
processor 19 communicatively coupled to the communications port and housed in a 
physical structure separate from said personal identification device 12, the processor 19 
being configured to process the information transmitted from the personal identification 
device to the communications port and produce a signal indicative of whether the 
biometric data captured by the sensor matches the individual identified by the 
prerecorded representation of biometric data (column 5, line 13-23, line 50-65). 
Morinaga discloses a portable electronic information device including a sensor 
configured to capture biometric (facial) data (column 5, line 38-43). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to transmit 
both the prerecorded representation of biometric data identifying the individual and the 
biometric data captured by the sensor as taught by Morinaga in order to photograph 
facial images and prepare an address table of photographed facial images, for example, 
to recognize a human user similar to Burger's authentication using fingerprints (column 
5, line 38-43). 

1 1. Regarding claim 4, Burger discloses that the personal identification device is a smart 
card (column 5, line 24-27). 

12. Regarding claim 5, Burger discloses that the communications port 12 is a docking 
station (Figure 1; column 5, line 6-23). 
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13. Regarding claims 6 and 7, Morinaga discloses that the biometric data identifying the 
individual comprises facial image data and wherein the sensor is an image-capturing 
device (column 5, line 38-43). 

14. Regarding claim 8, Burger discloses that the personal identification device further 
comprises machine-readable storage media 22 for storing the prerecorded 
representation of biometric data identifying an individual (column 5, line 24-40). 

1 5. Regarding claim 9, Burger does not explicitly disclose that the storage media 22 
comprises non-volatile memory. The examiner takes Official Notice that non-volatile 
memory is well known in the art. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use non-volatile memory as the storage 
media in order to ensure that the prerecorded representation of biometric data 
identifying an individual is not easily lost. 

16. Regarding claim 10, Morinaga discloses that the prerecorded representation of 
biometric data identifying an individual comprises a plurality of facial images (face 
pictures) of the individual (column 5, line 38-43). 

17. Regarding claim 1 1 , Burger discloses that the personal identification device is 
configured to acquire and store data representing a plurality of biometric characteristics 
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(fingerprint, retina scan, voice identification, saliva, DNA etc.) of a person (column 4, 
line 31-33). 

18. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burger in 
view of Morinaga as applied to claim 10 above, and further in view of Pare, Jr. et al. 
(USPN 5,802,199, newly cited, hereafter Pare). 

19. Regarding claim 12, neither Burger nor Morinaga disclose that the personal 
identification device is configured to automatically remove underutilized prerecorded 
representations of facial images, but such a concept is well known in the art as a way of 
saving storage space. Pare discloses a use sensitive identification system y/herein a 
local computer 34 stores registered blometric samples and personal identification codes 
of users and wherein the local computer an individual used prior to relocating will 
eventually purge from its records the biometric sample and personal identification code 
of the relocated Individual (column 1 1 , line 26-50). It would have been obvious to one of 
ordinary skill in the art at the time the Invention was made to automatically remove 
underutilized prerecorded representations of facial Images as taught by Pare in order to 
free up database space and speed up biometric comparisons (column 1 1 , line 45-50). 

20. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burger in 
view of Morinaga as applied to claim 5 above, and further in view of Tal (USPN 
4,975,969, cited on applicant's IDS). 
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21. Regarding claim 13, neither Burger nor Morinaga disclose that the docking station 
and sensor on the smart card are positioned to facilitate a good quality facial image 
capture of a user during routine insertions of the smart card in the docking station. Tal 
discloses a method and apparatus for uniquely identifying individuals wherein, during a 
transaction, a user 80 inserts a card 85 containing facial parameter identification 
information into slot 87 of a card accepting and reading means 70 (Figure 3; column 7, 
line 48-51 ). The slot 87 is located at a height of approximately 48 inches from the 
ground, while a frontal camera 60 is located slightly above the slot so that while a user 
focuses his or her eyes on the slot to insert the card 85, a good facial image will be 
captured (Figure 3; column 7, line 51-65). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to position the docking station 
and sensor on the smart card as taught by Tal in order to facilitate good quality facial 
image capture of a user during routine insertions of the smart card in the docking station 
since some dexterity is required to insert the card into the slot so the user must look 
towards the slot during insertion (column 7, line 57-65). 

22. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burger in 
view of Morinaga as applied to claim 3 above, and further in view of Turk et al. (USPN 
5,164,992, cited on applicant's IDS, hereafter Turk). 
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23. Regarding claim 14, Morinaga discloses that the sensor is an image-capturing 
device (column 5, line 38-43) operable to capture at least two facial images of the 
individual (face pictures), but does not disclose that the processor is configured to 
compare the two facial images to detect motion. Turk discloses a face recognition 
system including a motion detection module 6, which processes a sequence of images 
to identify regions of the recorded scene that contain motion (column 3, line 17-36). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to compare two facial images to detect motion as taught by Turk in order to 
identify a selected portion of an image by detecting motion including a locator module 
for locating the portion o the image corresponding to the face of the person detected 
(column 1, line 65-column 2, line 4). 

Conclusion 

24. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. JP 04-156185 to Tani et al; discloses a card-mount camera 
incorporating an image pickup element. EP 0 758 776 to Massie discloses an 
authorization system characterized by an IC card incorporating camera means, data 
processing means, and memory means. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Craig W. Kronenthal whose telephone number is (571 ) 
272-7422. The examiner can normally be reached on 8:00 am - 5:00 pm / Mon. - Fri.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (571 ) 272-7414. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://palr-direct.uspto.goy. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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